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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

MYMAIL, LTD., §
8
Plaintiff, §
v g Civil Action No. 2:16-cv-01000-JRG-RSP
8 .
YAHOO!, INC., § Jury Trial Demanded
8
Defendant. §

PLAINTIFF’S SECOND AMENDED COMPLAINT FOR PATENT INFRINGEMENT
Plaintiff MyMail, Ltd. files this Second Amended Complaint against Yahoo!, Inc. and
alleges as follows.

PARTIES

1. Plaintiff MyMail, Ltd. (“MyMail”) is a Texas Limited Partnership with an office
and place business at 5344 County Road 3901, Athens, TX 75752. MyMail was founded in
2003 as an intellectual property development and licensing company to provide secure, Internet-
related services and efficient web page interaction to Internet service providers, mobile device
manufacturers, network carriers, and Internet-related toolbar developers. MyMail’s toolbar
patents disclose inventions that allow for the dynamic updating, changing, or modification of
toolbar data from remote servers (the “MyMail Toolbar Technology”). Using the MyMail
Toolbar Technology, toolbar providers can, for example, dynamically change elements,
functions, and buttons on their toolbar(s) for specific targeted users based on use and individual
searches. MyMail has successfully licensed the MyMail Toolbar Technology to toolbar

providers.
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2. Upon information and belief, Defendant Yahoo!, Inc. (*'Yahoo™) is a corporation
organized and existing under the laws of the State of Delaware, with its principal place of
business located at 701 First Avenue, Sunnyvale, California 94089. Yahoo has been served with
process through its registered agent, CT Corporation System, 1999 Bryan Street, Suite 900,
Dallas, Texas 75201.

JURISDICTION AND VENUE

3. This is an action asserting claims for patent infringement arising under the patent
laws of the United States of America, Title 35, United States Code. This also is an action for a
declaratory judgment pursuant to the Declaratory Judgment Act, 28 U.S.C. 8§ 2201 and 2202,
seeking a declaration that MyMail has not entered into any agreement with Yahoo that places
any limitation on the amount of damages MyMail is entitled to resulting from Yahoo’s
infringement of the asserted patent.

4. This Court has original jurisdiction over MyMail’s patent infringement claims
asserted in this action pursuant to 28 U.S.C. 88 1331, and 1338(a). This Court has original
jurisdiction over MyMail’s claims asserted pursuant to the Declaratory Judgment Act pursuant to
28 U.S.C. § 1332(a), MyMail is a citizen of the State of Texas and Yahoo is a citizen of the
states of California and Delaware, and the matter in controversy exceeds $75,000 exclusive of
interest and costs.

5. Yahoo is engaged in the business of publishing and distributing a browser plug-in
called the Yahoo Toolbar that integrates with Microsoft Internet Explorer, Mozilla Firefox, and
Google Chrome browsers to allow users to access Yahoo search, email, weather, and other
functionalities from any web page location (the *“Yahoo Toolbar”). The Yahoo Toolbar docks

itself to a device’s browser when installed and sits atop the browser at all times. Yahoo
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publishes, promotes, and distributes the Yahoo Toolbar to users in the United States, including
users within this District.

6. Upon information and belief, Yahoo is subject to this Court’s specific personal
jurisdiction because it does business in the State of Texas and has (a) designated an agent for
service of process in the State of Texas; and (b) has committed acts of infringement in the State
of Texas as alleged below. In particular, upon information and belief, Yahoo is subject to the
specific personal jurisdiction of this Court because MyMail’s claims for patent infringement
against Yahoo arise from its acts of infringement in the State of Texas. These acts of
infringement include providing the infringing Yahoo Toolbar to users of the Yahoo Toolbar in
the State of Texas, and causing the browser on a user device to display the Yahoo toolbar and
perform the other functions of one or more claims of the asserted patent. Therefore, this Court
has personal jurisdiction over the Defendant under the Texas long-arm statute, TEX. CIV.
PRAC. & REM. CODE § 17.042.

7. Venue is proper in this District under 28 U.S.C. 8§ 1391(b) and (c) and 1400(b).
Upon information and belief, Yahoo has engaged in acts of infringement in the State of Texas
described herein sufficient to subject it to personal jurisdiction in this District if the District were
a separate State. Furthermore, venue is proper with respect to MyMail’s request for a
declaratory judgment pursuant to 28 U.S.C. 88 1391(b) because a substantial part of the events or
omissions giving rise to MyMail’s request for that relief occurred in this District.

THE PATENT-IN-SUIT

8. On September 25, 2012, the United States Patent and Trademark Office issued
United States Patent No. 8,275,863 (the “’863 Patent”) entitled “Method of Modifying a

Toolbar,” a true copy of which is attached as Exhibit 1.
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9. On April 28, 2015, the United States Patent and Trademark Office issued United
States Patent No. 9,021,070 (the “’070 Patent”) entitled “Dynamically Modifying a Toolbar,” a
true copy of which is attached as Exhibit 2. The 070 Patent is a continuation of the *863 Patent.

10. MyMail is the owner of the 863 and 070 Patents, and has the exclusive right to
sue for and recover all past, present, and future damages for infringement of those patents.

YAHOO’S INFRINGEMENT OF THE 070 PATENT

11.  The Yahoo Toolbar software causes a toolbar to be displayed on a user Internet
device (i.e., a device that can communicate with other devices via the Internet) that includes
toolbar buttons. For example, the Yahoo Toolbar displayed on a user Internet device includes

the “Mail” and “News” buttons indicated in FIGURE 1.

FIGURE 1
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12.  The toolbar buttons on the Yahoo Toolbar are defined by toolbar data stored in
one or more toolbar-defining databases. In particular, the toolbar buttons on the Yahoo Toolbar
are defined by toolbar data as indicated in FIGURE 2 below stored in the

“AppData/LocalLow/YahooNexGen” folder on the user Internet device.
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13.  The toolbar buttons are also defined by toolbar data as indicated below in
FIGURE 3 stored in the “AppData/LocalLow/YahooNexGen/DownloadCache” folder on the

user Internet device.
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14.  As shown below in FIGURES 4-6, the toolbar buttons are also defined by toolbar

data stored in the Windows System Registry on the user Internet device.

FIGURE 4
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FIGURE 5
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15.  The “AppData/LocalLow/YahooNexGen” and

“AppData/LocalLow/YahooNexGen/DownloadCache” folders, and the Windows System
Registry constitute toolbar-defining databases of the user Internet device.

16.  The toolbar data of the Yahoo Toolbar comprises a plurality of toolbar button
attributes associated with the one or more toolbar buttons of the toolbar. For example, as shown
below in FIGURE 7, the

toolbar data in the *“NanoSettings” file in the
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“AppData/LocalLow/YahooNexGen” folder on the user Internet machine includes a plurality of
toolbar button attributes associated with one or more toolbar buttons of the toolbar:

FIGURE 7
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17. At least one of the toolbar button attributes (for example, in the “NanoSettings”
toolbar data) identifies a function to be performed by a specific toolbar button upon actuation of
the toolbar button. For example, as shown in FIGURE 8 below, the “cltdoms” toolbar button

attribute includes the following function to be performed when the “Mail” button is actuated:
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FIGURE 8
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18. When the “Mail” button on the Yahoo Toolbar is actuated, as shown below in

FIGURE 9, the user’s mailbox is displayed:

FIGURE 9
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19.  The Yahoo Toolbar performs a method for dynamically modifying a toolbar. For
example, as shown below in FIGURE 10, the Yahoo Toolbar communicates with a server at IP
Address 98.137.201.165, to dynamically modify the Yahoo Toolbar by, for example, updating

the unread mail count that is displayed on the Yahoo Toolbar:
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FIGURE 10
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20.  The Yahoo Toolbar performs a method for dynamically modifying a toolbar using
a remote source accessible through a network. For example, as shown below in FIGURE 11, the
Yahoo Toolbar uses a remote source, such as the remote source with IP address 98.137.201.165,
to dynamically modify the Yahoo Toolbar by, for example, updating the latest unread mail

count:

FIGURE 11
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21.  The Yahoo Toolbar establishes a connection between a network and a user
Internet device initiated by the user Internet device. For example, as shown below in FIGURE
12, a connection is established with a user Internet device such as the user’s personal computer,
at IP address 127.0.0.1. The connection is initiated by the user Internet device as shown below

when the user Internet device sends a “GET” request:

FIGURE 12
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22,

with the toolbar data stored in toolbar-defining databases of the user Internet device.
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example, as shown below in FIGURES 13-14, the remote source at IP address 98.137.201.165
receives an HTTP “GET” request from the user Internet device containing information
associated with the toolbar data stored in the one or more toolbar-defining databases of the user
Internet device. Upon information and belief, the encoded data indicated by the red box below
includes information associated with the toolbar data stored in the one or more toolbar-defining

databases of the user Internet device:

FIGURE 13
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23. The Yahoo Toolbar further sends from the remote source via the network to the
user Internet device the updated toolbar data to be stored in the toolbar-defining databases of the
user Internet device. For example, as shown below in Figures 15-16, the remote source at IP
address 98.137.201.165 sends the user Internet device updated toolbar data in the form of one or

more application/octet-stream messages containing the updated toolbar data:

FIGURE 15
= Clent . | XHostp X-Llentl? Resut | Protocal | Host ~ [ URL 1
| 4655 19:51:59.833 96.137.201.165 127.0.0.1 200 HTTPS us.data. toobar.yahoo.com  fghxy/v2falert?v="NanolE_10. 1.0, 19288= 14617669 185 148, touid =9E9 23028~ 2344 4A58-9596-30CA0S33227C. .. |
FIGURE 16
Response Headers [Raw] [Header Definitions]

HTTP/1.1 200 0K

Cache

Age: 2

Cache-Control: private

Date: Wed, 27 Apr 2016 14:21:59 GMT
Cookies [ Login

P3P: policyref="https://policies. yahoo.com/w3c/p3p.xmi", CP="CAQ DSP COR CUR ADM DEV TAI PSA PSD IVAi IVDi CONi TELo OTPi OUR DELi SA
Entity
Content4dength: 9250

Content-Type: application/octet-stream
CENSNEoh

MisE
Server: ATS
¥-Trace: BAEAQAAAAACRzWxwQlgIhgAAAAAAAAAAUSCYUSOMS3SAAAAAAAAAAAAFMYGIAHINAAUXeCIFT 5)gasXcAAAAAA -~
Transport
Connection: keep-alive

24.  As shown below in FIGURE 17, the Yahoo Toolbar displays the toolbar as
defined by the updated toolbar data, such as the latest unread mail count, while one or more first

webpages of, for example, the Google website are being displayed on the user Internet device.
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FIGURE 17

V& Google - Windows Internet Explorer

@ﬂ'bnm goagie. com RSN l:..m xl_l
|« YAHOO! Bl = = 2 e¢o t 2 @ &4 R o 0 O by @ ® 2 + &

25.  As shown below in FIGURE 18, the Yahoo Toolbar persistently displays the
toolbar with the updated toolbar data, such as the latest unread mail count, while one or more

second webpages of, for example, the Yahoo website are being displayed on the user Internet

device:
FIGURE 18
© Yahoo - Windowes Internet Explorer =181 x|
@ = [Wd s yahoo.com I NN~ g| 5 Jaoode | I I
< YAHOO! Bl = < 2 oo t @ m & R ¢ B O by @ & 2 + o4
EWETS G £) Install the new Firefox » I

YAHOO! | OBJC A ﬂaan

26.  The Yahoo Toolbar is stored in at least one computer-readable memory device
such as, for example, the hard drive of the user Internet device, and comprises computer-
executable instructions that perform a method for dynamically modifying a toolbar.

27.  The computer-executable instructions of the Yahoo Toolbar, for example,
“YNanoClient_IE.dII” are embodied in computer readable memory at “C:\Program

Files\Yahoo!'\Companion\Installs\cpn0” as shown below in FIGURE 19:

PLAINTIFF'S SECOND AMENDED COMPLAINT
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[ -0l
[Pr——— ——————————— {
|9\ 3% + Computer - Local Disk (C:) ~ Program Files ~ Yahoo! ~ Companion ~ Installs » cpn0 - L{{]J | Search cpn0 |ﬂl
Organize v Indudeinlbrary v  Sharewith v  New folder > 0l @

¥ Favorites Name ~ Date modified Type | Size | I

Bl Desktop | installer_defines.json 4/27/2016 3:00 PM JSON File S5KB

& Downloads |7 YNanoClient_IE 11/7/2015 1:01AM  DLL File 1,620 KB

i=l| Recent Places |7 YNanoClient_IE_x64 11/7/2015 1:01AM  DLL File 1,571KB

| YNanoService 11/7/2015 1:01 AM Application 159 KB

9 Libraries @/ ytbn 6/10/2015 12:00 AM  Application 159 KB

=| Documents

28. The Yahoo Toolbar integrates with a browser, such as Internet Explorer, on a

device capable of communicating with other devices over a network such as a user Internet
Device.

29. The Yahoo Toolbar performs each of the functions described in one or more
claims of the ’070 Patent, including the functions described above. In particular, the Yahoo
Toolbar software embedded in the browser of the user Internet device and remotely located, such
as on a server remote from the user Internet device, instruct these devices to perform these
functions. The Yahoo Toolbar, therefore, directs and controls the functions of the user Internet
device and the remote device(s) that perform the functions described above.

30. During Yahoo’s development, promotion, maintenance and upgrading of the
Yahoo Toolbar, Yahoo extensively tested and evaluated the operation of the toolbar.

31.  To the extent any third party performs any of the functions described above, the
performance of such functions is attributable to the Yahoo Toolbar because it directs and
controls the performance of those functions.

CLAIM 1 - INFRINGEMENT OF U.S. PATENT NO. 9,021,070

32. Plaintiff incorporates paragraphs 1 through 31 as though fully set forth herein.

PLAINTIFF'S SECOND AMENDED COMPLAINT
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33. Upon information and belief, Yahoo has been and is now directly infringing one
or more claims of the 070 Patent by using the Yahoo Toolbar (including use for testing
purposes) in the United States in violation of 35 U.S.C. § 271(a).

34. Plaintiff has been damaged by Yahoo’s infringing activities.

35. Plaintiff adopts and incorporates herein Exhibit 4 to Plaintiff’s First Amended
Complaint showing how the Yahoo Toolbar infringes at least Claims 1-9, 12, 13, and 15-22 of
the 070 Patent.

36. In October 2012, MyMail sent Yahoo several communications identifying the
863 Patent—the parent patent of the ’070 Patent—and providing Yahoo with information
showing how the Yahoo Toolbar infringed various claims of the 863 Patent. In connection with
these communications, MyMail proposed that Yahoo execute a license for a portfolio of MyMail
patents, including the 863 Patent.

37. In order to facilitate discussions between MyMail and Yahoo, the parties entered
into a non-disclosure agreement and, pursuant to that agreement, MyMail provided additional
information about the scope of MyMail’s invention disclosed in the ’863 Patent and its
applicability to the Yahoo Toolbar as well as proposed terms for a license to the MyMail patent
portfolio.

38. MyMiail continued their discussions regarding the MyMail patent portfolio and, in
particular, the 863 Patent, during 2013. During these discussions, MyMail provided Yahoo with
information explaining why Yahoo’s arguments suggesting that it did not infringe the ’863
Patent or that the ’863 Patent was invalid had no merit. MyMail also pointed out to Yahoo that it

had continuing patent applications based upon the application leading to the 863 Patent that
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would likely issue soon and covered the Yahoo Toolbar. Among these continuing applications
was the application which became the *070 Patent.

39.  After these discussions, Yahoo decided not to license any of MyMail’s patents.

40. On November 14, 2014, Benjamin Hattenbach (“Hattenbach”), Yahoo’s outside
counsel in this lawsuit, filed a Petition for Inter Partes Review on behalf of a company called
Conduit (the “Conduit IPR) challenging the patentability of the ’863 Patent. During the
Conduit IPR, MyMail submitted substantial arguments and evidence showing that the invention
disclosed and claimed in the ’863 Patent was novel over the prior art. Hattenbach, Yahoo’s
counsel, was aware of the evidence and arguments showing this fact. The Conduit IPR was
settled prior to a final ruling on the merits.

41. Upon information and belief, at some point in time prior to the filing of this
lawsuit, Yahoo became aware of the 070 Patent, which is a continuation of the 863 Patent.

42. Yahoo, after becoming aware of the 070 Patent, retained Hattenbach and his firm
to represent it in this action.

43.  Yahoo, after becoming aware of the 070 Patent, intentionally continued to use
and provide the Yahoo Toolbar in the United States. Yahoo continued to knowingly engage in
this infringing conduct with the knowledge of the facts MyMail provided to it in 2012 and 2013
showing that the Yahoo Toolbar infringed the related 863 Patent, and with the knowledge of the
facts provided to it by MyMail in 2012 and 2013 as well as the information acquired by Yahoo’s
counsel in the Conduit IPR that the *863 Patent was valid and enforceable. Yahoo knew or
should have known, based on its knowledge of these facts, that it infringed the 070 Patent and
that this patent was valid and enforceable. Yahoo nevertheless willfully continued to infringe the

070 Patent with complete disregard of MyMail’s patent rights. Yahoo’s knowing and
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intentional infringement of the ’070 Patent constitutes willful and egregious infringement
behavior.

CLAIM 2 - CLAIM FOR DECLARATORY JUDGMENT

44,  On December 9, 2016, Yahoo filed its Answer and Counterclaims to First
Amended Complaint. In addition to denying infringement of the asserted MyMail patents and
asserting that those patents are invalid, Yahoo’s Answer and Counterclaims asserted a defense
entitled “Contractual Damages Limitation” which alleged that “Plaintiff’s claim is barred or
limited by contractual obligations and/or contractual limitations on liability.” Although Yahoo’s
Answer and Counterclaims did not allege which contracts supposedly contained such obligations
and limitations, Yahoo’ counsel acknowledged that the alleged contracts are the online Yahoo
Terms of Service and Yahoo Toolbar Software License (collectively the “Yahoo Agreements™).
This defense asserts that the limitation of liability provisions in the Yahoo Agreements (the
“Limitation of Liability provisions”) preclude MyMail’s patent infringement claims or restrict
the damages MyMail can recover based on those claims.

45.  MyMail has taken the position that it did not enter into any agreements with
Yahoo imposing any contractual limitation on its damages for patent infringement. MyMail
requested that Yahoo’s Contractual Damages Limitation be stricken, but Yahoo opposed the
striking of that defense.

46.  On January 4, 2017, MyMail’s counsel requested Yahoo to provide an
explanation regarding the factual basis for Yahoo’s asserted Contractual Damages Limitation
defense. Yahoo did not respond for over two weeks and then merely stated in a conclusory
fashion that Yahoo’s pleading of this defense “at least raises a colorable basis for Yahoo’s

contractual defense.”
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47. On April 19, 2017, MyMail filed a Motion for Partial Summary Judgment with
respect to Yahoo’s Contractual Damages Limitation defense. MyMail’s motion asserted that
there was no evidence that MyMail entered into any of the agreements Yahoo has asserted
contain provisions purportedly limiting MyMail’s damages relating to its claims for patent
infringement, and that the Limitation of Liability provisions contained in those agreements did
not impose any limitation on MyMail’s patent infringement damages.

48. On May 3, 2017—the deadline for Yahoo to respond to MyMail’s Motion for
Partial Summary Judgment—Yahoo responded by filing an amended answer to MyMail’s First
Amended Complaint, withdrawing the Contractual Damages Limitation defense without
prejudice and asserting that this action rendered MyMail’s pending motion moot. Yahoo further
asserted that it was conducting discovery in a related lawsuit pending in California to gather
evidence to show that MyMail entered into the agreements with Yahoo that contain the
Limitation of Liability provisions. Yahoo’s response to MyMail’s Motion for Partial Summary
Judgment completely ignored MyMail’s argument that even if MyMail had entered into the
Yahoo Agreements, the Limitation of Liability provisions therein do not restrict MyMail’s patent
infringement damages. Thus, it is evident that Yahoo did not have any factual basis for its
Contractual Damages Limitation defense and, in order to evade judicial review of this baseless
defense, withdrew it only temporarily so that Yahoo could reassert the defense once it completed
certain discovery.

49.  Yahoo’s temporary withdrawal of its Contractual Damages Limitation defense
without prejudice demonstrates a high likelihood that Yahoo intends to reassert this defense

against MyMail in the near future, and that the withdrawal is mere litigation posturing.
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50. Yahoo’s attempt to reserve the right to reassert the Contractual Damages
Limitation defense casts a cloud over the value of MyMail’s patent rights, and prevents MyMail
from extinguishing that baseless defense through proper motion practice.

51. Thus, an actual controversy continues to exist between MyMail and Yahoo
regarding whether MyMail entered into the Yahoo Agreement containing the Limitation of
Liability provisions, and whether those provisions operate to restrict MyMail’s patent
infringement damages.

52. MyMail requests the Court to enter a declaratory judgment that MyMail did not
enter into any contracts containing any limitation of liability provisions and, even if it did, such
provisions do not restrict MyMail’s patent infringement damages. Only by doing so can the
Court lift the cloud of uncertainty over the value of its patent infringement claims against Yahoo
resulting from Yahoo’s continuing threat to reassert its Contractual Damages Limitation defense.

DEMAND FOR JURY TRIAL

53. Plaintiff, pursuant to Rule 38 of the Federal Rules of Civil Procedure, requests a
trial by jury of any issues so triable.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff requests the following relief:

1. A judgment in favor of Plaintiff that Yahoo has directly infringed one or more
claims of the 070 Patent;

2. A judgment and order requiring Yahoo to pay Plaintiff damages adequate to
compensate for infringement under 35 U.S.C. § 284, which damages in no event shall be less
than a reasonable royalty for the use made of the inventions of the 070 Patent, including pre-

and post-judgment interest and costs, including expenses and disbursements;
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3. A judgment imposing enhanced damages against Yahoo for its willful
infringement of the 070 Patent in accordance with 35 U.S.C. § 284;

4, A judgment finding that this is an exceptional case in view of Yahoo’s willful
infringement of the 070 Patent and awarding MyMail its reasonable attorneys’ fees in
accordance with 35 U.S.C. § 285;

5. A judgment declaring that MyMail did not enter into any agreement with Yahoo
containing any limitation of liability provisions, and that the limitation liability provisions in the
Yahoo Terms of Service and Toolbar Software License do not impose any restriction on
MyMail’s damages for Yahoo’s patent infringement; and

6. Any and all such further necessary relief as the Court may deem just and proper

under the circumstances.
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Dated: May 10, 2107 Respectfully submitted,
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/s/ Eric W. Buether
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