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UNITED STATES DISTRICT COURT ... oo -
SOUTHERN DISTRICT OF CALIFORNIA
09 C¥ 1491 w jmA
OAKLEY, INC., a Washington ) Case No.: '
Corporation, )i e
)bCOMPEAINT’-F@RPA?TENT# '
Plaintiff, ) INFRINGEMENT, TRADE DRESS
vs ' ) INFRINGEMENT AND UNFAIR
’ ) COMPETITION

MARSALLE, INC. dba NEW YORK ) 7
SHADES and dba NYS : ) DEMAND FOR JURY TRIAL
COLLECTION, a New York ) .
corporation, and SUNGLASS PLUS, an)

unknown corporate entity,

Defendant.

Plaintiff Oakley, Inc. (hereinafter referred to as "Oakley") hereby coglplains.,. -

of Defendants Marsalle, Inc. dba New York Shades and dba NYS Collection
(hereinafter referred to as “Marsalle”) and Sunglass Plus and alleges as follows:
JURISDICTION AND VENUE

1. Jurisdiction over this action is founded upon 15 U.S.C. § 1121, and 28
U.S.C. § 1331. Venue is proper under 28 U.S.C. §§ 1391(b) and (c), this claim

having arisen and Defendants doing business in this district.
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THE PARTIES

2. Plaintiff Oakley is a corporation organized and existing under the laws
of the State of Washington, having its principal place of business at One Icon,
Foothill Ranch, California 92610, residing and doing business within this judicial
district.

3.  Oakley is informed and believes, and thereupon alleges, that
Defendant Marsalle, Inc. dba New York Shades and dba NYS Collection is a New
York corporation with its principal place of business located at 230 Liberty Street,
Metuchen, New Jersey 09940. Oakley is also informed and believes, and
thereuponAalleges, that Defendant Marsalle is doing business within this judicial
district, has diverted sales and marketing efforts into this district, and/or has put itg
products, including those accused of infringement in this action, into the stream of
commerce intending and knowing that such products would be sold in this district.

4. Oakley is informed and believes, and thereupon alleges, that

Defendant Sunglass Plus is a corporate entity doing business at 324 Horton Plaza,

alleges, that Defendant Sunglass Plus has a regional or corporate office located at
5620 Paseo Del Norte, Carlsbad, California 92008. Oakley is also informed and
believes, and thereupon alleges, that Defendant Sunglass Plus regularly conducts
business within this judicial district.

FACTUAL BACKGROUND

Patent Infringement
5. Since as early as 1976, Oakley has been in business and has come to

be known as an industry leader in high performance eyewear and other products,
As early as 1985, Oakley has been and continues to be actively engaged in the
manufacture and sale of high quality sport and leisure sunglasses under various
product lines. Oakley is the manufacturer and retailer of several lines of

sunglasses, including its Gascan®, Fives 3.0%, Radar®, Flak Jacket®, and M
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Frame®

sunglass lines. Oakley has a robust patent portfolio associated with it
designs and technological advancements embodied by these, and its other, sunglass
lines.

6.  Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D547,794 duly and lawfully issued on July 31, 2007, describing and claiming the
invention entitled "Eyeglasses," protecting the design and ornamentation of an
eyeglass embodied and marketed by Oakley under the name Gascan. A correct
copy of U.S. Patent No. D547,794 is attached hereto as Exhibit 1.

7.  Plaintiff Oakley is the owner by assignment of U.S. Patent‘N"o.
D554,689 duly and lawfully issued on November 6, 2007, describing and claiming
the invention entitled "Eyeglass Frame," protecting the design and ornamentation
of an eyeglass frame embodied and marketed by Oakley under the name Gascan.
A correct copy of U.S. Patent No. D554,689 is attached hereto as Exhibit 2.

8.  Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D556,818 duly and lawfully issued on December 4, 2007, describing and claiming
the invention entitled "Eyeglass Components", protecting the design and
ornamentation of eyeglass components embodied and marketed by Oakley under
the name Gascan. A correct copy of U.S. Patent No. D556,818 is attached hereto
as Exhibit 3. |

0. Oakley is informed and believes, and thereupon alleges, thaf
Defendants are selling eyeglasses that infringe Oakley’s U.S. Patent Nos.
D547,794, D554,689 and D556,818. Specifically, Oakley alleges that at least
Defendants’ Gascan copy sunglass, identified as NYS Model No. 8520, embodies
the subject matter claimed in Oakley's U.S. Patent Nos. D547,794, D554,689 and
D556,818 without any license thereunder, and is thereby infringing the patents!

Oakley is informed and believes and based thereon alleges that at least Defendant
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Marsalle supplied these infringing sunglasses to various distributors, retailers, and
retail customers. |

10. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D572,749 duly and lawfully issued on July 8, 2008, describing and claiming the
invention entitled "Eyeglass Front," protecting the design and ornamentation of an
eyeglass front embodied and marketed by Oakley under the name Fives 3.0. A
correct copy of U.S. Patent No. D572,749 is attached hereto as Exhibit 4.

11. Oakley is informed and believes, and thereupon alleges, that
Defendants are selling eyeglasses that infringe its U.S. Patent No. D572,749,
Specifically, Oakley alleges that Defendants’ Fives 3.0 copy sunglass, NYS Model
No. 8477, embodies the subject matter claimed in Oakley's U.S. Patent No.
D572,749, without any license thereunder, and is thereby infringing the patent,
Oakley is informed and believes, and based thereon alleges, that at least Defendant
Marsalle supplied the infringing sunglasses to various distributors, retailers, and
retail customers.

12.  Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D581,443, duly and lawfully issued on November 25, 2008, describing and
claiming the invention entitled "Eyeglasses Components," protecting the design
and ornamentation of an eyeglass component embodied and marketed by Oakley
under the name Radar. A correct copy of U.S. Patent No. D581,443 is attached
hereto as Exhibit 5.

13. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D581,444, duly and lawfully issued on November 25, 2008, describing and
claiming the invention entitled "Eyeglasses Components," protecting the design
and ornamentation of an eyeglass component embodied and marketed by Oakley
under the name Radar. A correct copy of U.S. Patent No. D581,444 is attachéd
hereto as Exhibit 6.
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14. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
7,347,545, duly and lawfully issued on March 25, 2008, describing and claiming
the invention entitled "Sports-Specific Shield", protecting the technology
associated with an interchangeable sport shield, such as the Radar glass marketed
by Oakley. A correct copy of U.S. Patent No. 7,347,545 is attached hereto as
Exhibit 7.

15. Oakley is informed and believes, and thereupon alleges, that
Defendants are selling eyeglasses that infringe its U.S. Patent Nos. D581,443,
D581,444, and 7,347,545. Specifically, Oakley alleges that Defendants’ Radar
copy sunglass, NYS Model No. 3503, embodies the subject matter claimed iy
Oakley's U.S. Patent Nos. D581,443, D581,444, and 7,347,545, without any|
license thereunder, and is thereby infringing the patents. Oakley is informed and
believes and based thereon alleges that at least Defendant Marsalle supplied the
infringing sunglasses to various distributors, retailers, and retail customers. |

16. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D564,571, duly and lawfully issued on March 18, 2008, describing and claiming

|the invention entitled "Eyeglass and Eyeglass Components," protecting the design

and ornamentation of an eyeglass embodied and marketed by Oakley under the
name Flak Jacket. A correct copy of U.S. Patent No. D564,571 is attached hereto
as Exhibit 8.
17. Oakley is informed and believes, and thereupon alleges, tha
Defendants are selling eyeglasses that infringe its U.S. Patent No.D564,571.
Oakley alleges that Defendants’ Flak Jacket copy sunglass, NYS Model No.
C272PP, embodies the subject matter claimed in Oakley's U.S. Patent No.
D564,571, without any license thereunder, and is thereby infringing the patent.

Oakley is informed and believes and based thereon alleges that at least Defendant
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Marsalle supplied the infringing sunglasses to various distributors, retailers, and
retail customers. |

18. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
D384,364, duly and lawfully issued on September 30, 1997 describing and
claiming the invention entitled "Eyeglass Frame Front," protecting the design and
ornamentation of an eyeglass embodied and marketed by Oakley‘under the name
M Frame. A correct copy of U.S. Patent No. D384,364 is attached hereto as
Exhibit 9.

19. Plaintiff Oakley is the owner by assignment of U.S. Patent No,
D399,866,duly and lawfully issued on October 20, 1998,describing and claiming
the invention entitled "Eyeglass Component,” protecting the design and
ornamentation of an eyeglass component embodied and marketed by Oakley under
the name M Frame. A correct copy of U.S. Patent No. D399,866 is attached hereto
as Exhibit 10.

20. Oakley is informed and believes, and thereupon alleges, that
Defendants are selling eyeglasses that infringe its U.S. Patent Nos. D384,364 and
D399,866. Specifically, Oakley alleges that Defendants’ M Frame copy sunglass,
NYS Model No. 9101, embodies the subject matter claimed in Oakley's U.S,
Patent Nos. D384,364 and D399,866, without any license thereunder, and is
thereby infringing the patent. Oakley is informed and believes, and based thereon
alleges, that at least Defendant Marsalle supplied the infringing sunglasses to
various distributors, retailers, and retail customers.

21. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
5,054,903, duly and lawfully issued on October 8, 1991, describing and claiming]
the invention entitled "Improved Eyewear Traction Device," protecting the

technology for an improved elastomeric traction device used by Oakley in
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association with many of ifs eyewear lines. A correct copy of U.S. Patent No.
5,054,903 is attached hereto as Exhibit 11.

22. Plaintiff Oakley is the owner by assignment of U.S. Patent No,
5,137,342, duly and lawfully issued on August 11, 1992, describing and claiming
the invention entitled "Improved Eyewear Traction Device," protecting the
technology for an improved elastomeric traction device used by Oakley in
association with many of its eyewear lines. A correct copy of U.S. Patent No,
5,137,342 is attached hereto as Exhibit 12.

23. Oakley is informed and believes, and thereupoh alleges that the
Defendants are selling sunglasses that embody one or more claims of its U.S.
Patent Nos. 5,054,903 and 5,137,342, without any license thereunder, and i
thereby infringing said patent. Oakley i's informed and believes, and based thereon|
alleges, that Defendants’ sale of NYS Model Nos. 3503, C272PP, and 9101 to
various distributors, retailers, and retail customers infringes these patents.

24. Plaintiff Oakley is the owner by assignment of U.S. Patent No.
5,387,949, duly and lawfully issued on February 7, 1995, describing and claiming]
the invention entitled "Eyeglass Connection Device," protecting the technology for
an improved eyeglass connection device. A correct copy of U.S. Patent No.
5,387,949 is attached hereto as Exhibit 13. |

25. Oakley is informed and believes, and thereupon alleges that the
Defendants are selling sunglasses that embody U.S. Patent No. 5,387,949, without
any license thereunder, and is thereby infringing said patent. Oakley is informed
and believes and based thereon alleges that Defendants’ sale of NYS Model No,
0160 to various distributors, retailers, and retail customers infringes this patent.

26. Defendants are aware of Oakley’s proprietary rights in its patenfs
because Defendant received constructive notice of Oakley's patents as Oakléy

caused its patents to be placed plainly on the product and/or packaging. Further,
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the Defendants were put on notice of Oakley’s patent rights by way of at least thig
lawsuit. Despite actual and constructive knowledge, Defendants continue to
infringe Oakley's patent rights. On information and belief, such infringement by
Defendants have been willful and wanton.

27. The exact amount of profits realized by Defendants as a result of their
patent infringing activities, are presently unknown to Oakley, as are the exact
amount of damages suffered by Oakley as a result of Defendants’ infringing
manufacture, importation, use, offers to sell and/or sales. These profits and
damages cannot be accurately ascertained without an accounting. Further,
Defendants’ actions are irreparably injuring Oakley and will continue unless and
until enjoined by this court.

| Trademark Infringement

28. Oakley is the owner of U.S. Registered Trademark No. 2,393,107
duly registered on Octobér 10, 2000 claiming the rights in a stylized trade dresg
associated with Oakley’s famous M Frame configuration. A true and correct copy
of such trademark registration is attached hereto and incorporated herein by
reference as Exhibit 14, |

29. The trademark registration referred to above is in full force and effect,
The trademark and the good will of the business of Oakley in connection with
which this trademark has been used and not been abandoned. Oakley continues to
preserve and maintain its rights with respect to this trademark registration.

30. The trademark above is inherently distinctive in appearance and has
become, through widespread public acceptance, a distinctive designation of the
source of origin of goods offered by Oakley. It has acquired secondary meaning in
the marketplace and constitutes an asset of incalculable value as a symbol of
Oakley and its quality goods and good will.

31. Plaintiff is informed and believes, and based thereon alleges, that

Defendants and their agents, employees, and servants have advertised and sold
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products appropriating this registered trade dress, which advertisements and
products are confusingly similar to that of the Oakley’s trademark, and aré,
therefore, an infringement of Oakley's trademark. Oakley specifically alleges that
Defendants’ sale of NYS Model No. 9101 infringes Oakley’s rights in this
registered trademark, as this model is likely to cause confusion as to the source ofr
goods. Defendants’ products are available at retail and otherwise in similay
channels and in competition with Oakley. |

32. Defendants were put on notice of Oakley’s trademark rights at lea:sﬁ
by way of this lawsuit, as well as Oakley’s famous design being sold in the market,
Despite actual and constructive knowledge, Defendants have continued to infringe

Oakléy's trademark rights. On information and belief, such infringements by,

33. Since at least 1996, Oakley has expended large sums of money in the
promotion of all of its M Frame sunglass line represented by this trade dress. As a
result of said promotional efforts, this configuration has become and is now widely,
known and is recognized in this district, and elsewhere, as emanating from and
authorized by Oakley.

34. Oakley's products embodied by this trade dress has become, through
widespread public acceptance, a distinctive designation of the source of origin off
goods offered by Oakley and an asset of incalculable value as a symbol of Oakley|
and its quality goods and good will. | .

35. Oakley is informed and believes and thereupon alleges that the
Defendants’ line of eyewear products using this trade dress is designed,
manufactured, packaged, advertised, displayed and sold expressly to deceive
customers desirous of purchasing products authorized by Oakley or to profit from|
the demand created by Oakley for the ornamental and inherently distinctive

features of the Oakley products.
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36. Oakley is further informed and believes and thereupon alleges that the
presence of Defendants’ products in the marketplace damages the value of
Oakley's exclusive rights. The presence of the products in the marketplace is likeiy
to diminish the apparent exclusivity of the genuine Oakley products thereby
dissuading potential customers who otherwise would have sought Oakley products.
Upon information and belief, Oakley alleges that such deception has misled and
continues to mislead and confuse many of said purchasers to buy the products sold
by Defendants and/or has misled non-purchasers to believe the products emanate
from or are authorized by Oakley.

37. Oakley is informed and believes and thereupon alleges that the sale of
Defendants’ product has resulted in lost sales, has reduced the business and profit
of Oakley, and has greatly injured the general reputation of Oakley, all to Oakley's
damage in an amount not yet fully determined.

FIRST CLAIM FOR RELIEF
PATENT INFRINGEMENT |

38. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein. |

39. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

40. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

41. Oakley is the owner of U.S. Patent No. D547,794, which protects the
design and ornamentation of an eyeglass embodied and marketed by Oakley in an
eyeglass under the name Gascan. A true and correct copy of U.S. Patent No.
D547,794 is attached hereto as Exhibit 1. By statute, the patent is presumed to be
valid and enforceable under 35 U.S.C. § 282.

42. Defendants, through their respective agents, employees and servants,

manufactured, imported, used, offered for sale and/or sold, without any rights or
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license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D547,794.

43. Oakley is informed and believes, and thereupon alleges, thad
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold, and are selling,
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

44, Qakley is informed and believes, and thereupon alleges, that

their acts of infringement, gains, profits and advantages in an amount not presently,
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

45. Defendants will continue to infringe U.S. Patent No. D547,794 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy)
at law unless Defendants are enjoined by this court.

SECOND CLAIM FOR RELIEF
PATENT INFRINGEMENT

46. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

47. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

48.  Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

49, Oakley is the owner of U.S. Patent No. D554,689, which protects the
design and ornamentation of an eyeglass frame embodied and marketed by Oakley
in an eyeglass under the name Gascan. A true and correct copy of U.S. Patent No.

D554,689 is attached hereto as Exhibit 2. By statute, the patent is presumed to be
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50. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights of
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D554,689. |

51. OQakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold, and afe selling,
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

52. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, recéived, and will continue to derive and receive from|
their acts of infringement, gains, profits and advantages in an amount not presently]
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

53. Defendants will continue to infringe U.S. Patent No. D554,689 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy)
at law unless Defendants are enjoined by this court.

THIRD CLAIM FOR RELIEF

PATENT INFRINGEMENT
54. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.

55.  This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

56. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

57.  Oakley is the owner of U.S. Patent No. D556,818, which protects the
design and ornamentation of an eyeglass component embodied and marketed by

Oakley in an eyeglass under the name Gascan. A true and correct copy of U.S.
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Patent No. D556,818 is attached hereto as Exhibit 3. By statute, the patent is
presumed to be valid and enforceable under 35 U.S.C. § 282.

58. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights o
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D556,818.

59. OQakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold, and are selling,
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

60. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from|
their acts of infringement, gains, profits and advantages in an amount not presently
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

61. Defendants will continue to infringe U.S. Patent No. D556,818 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless Defendants are enjoined by this court.

FOURTH CLAIM FOR RELIEF
PATENT INFRINGEMENT

62. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

63. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

64. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.
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65. Oakley is the owner of U.S. Patent No. D572,749 which protects the
design and ornamentation of an eyeglass front embodied and marketed by Oakley’s
Fives 3.0 sunglass. A true and correct copy of U.S. Patent No. D572,749 is
attached hereto as Exhibit 4. By statute, the patent is presumed to be valid and
enforceable under 35 U.S.C. § 282. |

66. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights or
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D572,749.

67. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

68. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from|
their acts of infringement, gains, profits and advantages in an amount not presently]
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

69. Defendants will continue to infringe U.S. Patent No. D572,749 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless Defendants are enjoined by this court.

FIFTH CLAIM FOR RELIEF
PATENT INFRINGEMENT
70. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.
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71.  This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

72.  Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

73.  Oakley is the owner of U.S. Patent No. D581,443 which protects the

design and ornamentation of an eyeglass component embodied and marketed by

|Oakley in an eyeglass under the name Radar. A true and correct copy of U.S.

Patent No. D581,443 is attached hereto as Exhibit 5. By statute, the patent is
presumed to be valid and enforceable under 35 U.S.C. § 282.

74. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights of
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D581,443.

75. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

76. ’Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently,
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

77. Defendants will continue to infringe U.S. Patent No. D581,443 to the
great and irrepafable injury of Oakley, for which Oakley has no adequate remedy

at law unless said Defendants are enjoined by this court.
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SIXTH CLAIM FOR RELIEF
PATENT INFRINGEMENT

78.  The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

79. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

80. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

81. Oakley is the owner of U.S. Patent No. D581,444 which protects the
design and ornamentation of an eyeglass component embodied and marketed by,
Oakley in an eyeglass under the name Radar. A true and correct copy of U.S.
Patent No. D556,818 is attached hereto as Exhibit 6. By statute, the patent is
presumed to be valid and enforceable under 35 U.S.C. § 282.

82. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights o
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D581,443.

83. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley. |

84. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently|
known to Oakley. By reason of these acts of infringement, Oakley has been, and

will continue to be, greatly damaged.

---------
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85. Defendants will continue to infringe U.S. Patent No. D581,443 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedyj

SEVENTH CLAIM FOR RELIEF
PATENT INFRINGEMENT

86. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

87. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

88.  Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

89. Oakley is the owner of U.S. Patent No. 7,347,545, which protects the
technology of an interchangeable sport shield, such as that embodied and marketed
by Oakley in an eyeglass under the name Radar. A true and correct copy of U.S,
Patent No. 7,347,545 is attached hereto as Exhibit 7. By statute, the patent is
presumed to be valid and enforceable under 35 U.S.C. § 282. |

90. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights of

license, eyeglasses that fall within the scope and claim contained in U.S. Patent

91. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

92. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from

their acts of infringement, gains, profits and advantages in an amount not presently
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known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

93. Defendants will continue to infringe U.S. Patent No. 7,347,545 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

EIGHTH CLAIM FOR RELIEF

PATENT INFRINGEMENT
94. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.

95. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them. |

96. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

97. Oakley is the owner of U.S. Patent No. D564,571 which protects the
design and ornamentation of an eyeglass embodied and marketed by Oakley in an
eyeglass under the name Flak Jacket. A true and correct copy of U.S. Patent No,
D564,571 is attached hereto as Exhibit 8. By statute, the patent is presumed to be
valid and enforceable under 35 U.S.C. § 282.

98. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights oy
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D564,571. |

99. OQakley is informed and believes and thereupon alleges that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling

court, all to the great loss and injury of Oakley.

ooooooooo
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100. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

101. Defendants will continue to infringe U.S. Patent No. D564,571 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy,
at law unless said Defendants are enjoined by this court.

NINTH CLAIM FOR RELIEF
PATENT INFRINGEMENT

102. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

103. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

104. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

105. Oakley is the owner of U.S. Patent No. D384,364, which protects the
design and ornamentation of an eyeglass frame front embodied and marketed by
Oakley in an eyeglass under the name M Frame. A true and correct copy of U.S.
Patent No. D384,364 is attached hereto as Exhibit 9. By statute, the patent i
presumed to be valid and enforceable under 35 U.S.C. § 282.

106. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights or
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D384,364.

107. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
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infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

108. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently,
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

109. Defendants will continue to infringe U.S. Patent No. D384,364 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

TENTH CLAIM FOR RELIEF

PATENT INFRINGEMENT
110. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.

111. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

112. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

113. Oakley is the owner of U.S. Patent No. D399,866, which protects the

| design and ornamentation of an eyeglass component embodied and marketed by

Oakley in an eyeglass under the name M Frame. A true and correct copy of U.S.
Patent‘No. D399,866 is attached hereto as Exhibit 10. By statute, the patent is
presumed to be valid and enforceable under 35 U.S.C. § 282.

114. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights or

license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. D399,866.
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115. Oakley is informed and believes, and thereupon alleges, thaf
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sdld and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

116. Oakley is informed and believes, and thereupon alleges, thatJ

Defendants have derived, received, and will continue to derive and receive from

known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

117. Defendants will continue to infringe U.S. Patent No. D399,866 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

ELEVENTH CLAIM FOR RELIEF

PATENT INFRINGEMENT
118. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.

119. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

120. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

121. Oakley is the owner of U.S. Patent No. 5,054,903 which protects the
technology for an improved elastomeric traction device incorporated by Oakley in
most of its eyewear. A true and correct copy of U.S. Patent No. 5,054,903 is
attached hereto as Exhibit 11. By statute, the patent is presumed to be valid-and
enforceable under 35 U.S.C. § 282.

122. Defendants, through their respective agents, employees and servants,

manufactured, imported, used, offered for sale and/or sold, without any rights o]
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license, eyeglasses that fall within the scope and claim contained in U.S. PatentJ
No. 5,054,903. |

123. OQOakley is informed and believes, and thereupon alleges, thaf
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by thig
court, all to the great loss and injury of Oakley.

124. Oakley is informed and believes, and thereupon alleges, that
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently,
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

125. Defendants will continue to infringe U.S. Patent No. 5,054,903 to the
great and irreparable injury of Qakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

TWELFTH CLAIM FOR RELIEF
PATENT INFRINGEMENT

126. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

127. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

128. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

129. Oakley is the owner of U.S. Patent No. 5,137,342 which protects the
technology for an improved elastomeric traction device incorporated by Oakley in
most of its eyewear. A true and correct copy of U.S. Patent No. 5,137,342 is
attached hereto as Exhibit 12. By statute, the patent is presumed to be valid and
enforceable under 35 U.S.C. § 282.
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130. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights oxJ
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. 5,137,342.

131. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

132. Oakley is informed and believes, and thereupon alleges, thaﬂ
Defendants have derived, received, and will continue to derive and receive from
their acts of infringement, gains, profits and advantages in an amount not presently
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

133. Defendants will continue to infringe U.S. Patent No. 5,137,342 to the
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

THIRTEENTH CLAIM FOR RELIEF

PATENT INFRINGEMENT
134. The allegations of paragraphs 1 through 37 are repled and realleged as

though fully set forth herein.

135. This is a claim for patent infringement, and arises under 35 U.S.C. §§
271 and 281 against Defendants and each of them.

136. Jurisdiction is founded upon 28 U.S.C. §§ 1331 and 1338.

137. Oakley is the owner of U.S. Patent No. 5,387,949, which protects the
technology for a lens connection device incorporated by Oakley in its Flak Jackef |

and other models. A true and correct copy of U.S. Patent No. 5,387,949 is
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attached hereto as Exhibit 13. By statute, the patent is presumed to be valid and
enforceable under 35 U.S.C. § 282.

138. Defendants, through their respective agents, employees and servants,
manufactured, imported, used, offered for sale and/or sold, without any rights or]
license, eyeglasses that fall within the scope and claim contained in U.S. Patent
No. 5,387,949.

139. Oakley is informed and believes, and thereupon alleges, that
Defendants have willfully infringed upon Oakley's exclusive rights under the
patent, with full notice and knowledge thereof. Defendants sold and are selling]
infringing sunglasses, and will continue to do so unless restrained therefrom by this
court, all to the great loss and injury of Oakley.

140. Oakley is informed and believes, and thereupon alleges, that

| Defendants have derived, received, and will continue to derive and receive from|

their acts of infringement, gains, profits and advantages in an amount not presently
known to Oakley. By reason of these acts of infringement, Oakley has been, and
will continue to be, greatly damaged.

141. Defendants will continue to infringe U.S. Patent No. 5,387,949 to thg
great and irreparable injury of Oakley, for which Oakley has no adequate remedy
at law unless said Defendants are enjoined by this court.

FOURTEENTH CLAIM FOR RELIEF
TRADEMARK INFRINGEMENT

142. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein. ,

143, This is a claim for trademark infringement, and arises under 15 U.S.C,
§ 1114 against Defendant Marsalle.

144. Jurisdiction is founded upon 15 U.S.C. § 1121.

145. Oakley is the owner of U.S. Registered Trademark No. 2,393,107,

which confers on Oakley the exclusive right to use this trade dress in commerce.
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A true and correct copy of U.S. registered Trademark No. 2,393,107 is attached
hereto as Exhibit 14.

146. The mark has been in use in commerce in connection with the trade
dress configuration of Oakley’s M Frame eyeglass continuously since at least as
1996. The mark appears clearly on packaging, advertisements, product brochures,
and on Oakley products.

147. Defendants, through their agents, employees and servants, have
manufactured, imported, advertised, offered for sale, and/or sold products
incorporating Oakley’s registered trade dress without authority from Oakley for
doing so. Specifically, Defendant’s use of the asserted trade dress constitutes
infringement of Oakley’s registered trademark.

148. Oakley is informed and believes, and thereupon alleges, that
Defendants’ use of Oakley's registered trade dress in commerce constitutes
trademark infringement, false designation or origin, a false description or
representation of goods and wrongfully and falsely represents to the consuming
public that the Defendants’ advertising and products incorporating the trade dress
originated from or somehow are authorized by Oakley.

149. Oakley is informed and believes, and thereupon alleges, that
Defendants’ unauthorized use of Oakley's registered trade dress has caused
confusion in the marketplace as to the source of origin of Defendants’ products and
has caused damage to Oakley within this jurisdictional district.

150. Oakley is informed and believes, and thereupon alleges, that
Defendants’ willfully infringed upon Oakley's exclusive rights under its trade dress
With the intent to trade upon the good will of Oakley and to injure Oakley.

151. Oakley is informed and believes, and thereupon alleges, thaf
Defendants have derived, received, and will continue to derive and receive from
these acts of infringement, gains, profits, and advantages in an amount not yet

ascertainable, but will be determined at the time of trial.
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152. Oakley is informed and believes, and thereupon alleges, that
Defendants will continue to infringe Oakley's registered trade dress to the great and
irreparable injury of Oakley, for which Oakley has no adequate remedy at law
unless Defendant is enjoinéd by this court.

153. Oakley has been damaged in this judicial district as a result of the
Defendants’, individually and collectively, infringement of its trade dress.

FIFTENTH CLAIM FOR RELIEF
UNFAIR COMPETITION & FALSE DESIGNATION OF ORIGIN

154. The allegations of paragraphs 1 through 37 are repled and realleged as
though fully set forth herein.

155. This is an action for unfair competition, false designation of origin of
goods, and false description or representation of goods against Defendant Marsalle
pursuant to 15 U.S.C. § 1125(a).

156. Jurisdiction is founded upon 15 U.S.C. § 1121.

157. Oakley is informed and believes and thereupon alleges that
Defendants’ use of its registered trade dress and general copying of Oakley’s
designs, constitutes a false designation of origin, a false description or
representation of goods, and wrongfully and falsely represents to the consuming
public that the Defendants’ products originated from or somehow are authorized by
Oakley. These acts amount to utilizing a false designation of origin and a false
description or representation in interstate commerce to compete unfairly with
Oakley.

158. Oakley is informed and believes and thereupon alleges that the actiong
of Defendants were done willfully, knowingly and maliciously with the intent to
trade upon the good will of Oakley and to injure Oakley.

159. The Defendant’s acts are in violation of 15 U.S.C. § 1125(a), and will
continue to the great and irreparable injury of Oakley unless enjoined by this

Court.
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! WHEREFORE, Plaintiff Oakley, Inc. prays as follows:

2 1.  That Defendants Marsalle and Sunglass Plus be adjudicated to
3 have infringed U.S. Patent No. D547,794, and that this patent is valid,
4 enforceable and owned by Oakley;

3 2. That Defendants Marsalle and Sunglass Plus be adjudicated to
6 have infringed U.S. Patent No. D554,689, and that this patent is valid,
7 enforceable and owned by Oakley; |

8 3.  That Defendants Marsalle and Sunglass Plus be adjudicated to
? have infringed U.S. Patent No. D556,818, and that this patent is valid,

enforceable and owned by Oakley;

- 4,  That Defendants Marsalle and Sunglass Plus be adjudicated to

12 have infringed U.S. Patent No. D572,749, and that this patent is valid,
13 enforceable and owned by Oakley;

14 5. That Defendants Marsalle and Sunglass Plus be adjudicated to
15 have infringed U.S. Patent No. D581,443, and that this patent is valid,
16 enforceable and owned by Oakley;

17 6.  That Defendants Marsalle and Sunglass Plus be adjudicated to
18 have infringed U.S. Patent No. D581,444, and that this patent is valid,
19 enforceable and owned by Oakley;

20 7. That Defendants Marsalle and Sunglass Plus be adjudicated to
21 have infringed U.S. Patent No. 7,347,545, and that this patent is valid,
2 enforceable and owned by Oakley;

23 8.  That Defendants Marsalle and Sunglass Plus be adjudicated to
24 have infringed U.S. Patent No. D564,571, and that this patent is valid,
% enforceable and owned by Oakley; ‘

26 9.  That Defendants Marsalle and Sunglass Plus be adjudicated to
27 have infringed U.S. Patent No. D384,364, and that this patent is valid,
28 enforceable and owned by Oakley;
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10. That Defendants Marsalle and Sunglass Plus be adjudicated to
have infringed U.S. Patent No. D399,866, and that this patent is valid,
enforceable and owned by Oakley;

11. That Defendants Marsalle and Sunglass Plus be adjudicated to
have infringed U.S. Patent No. 5,054,903, and that this patent is valid,
enforceable and owned by Oakley;

12.  That Defendants Marsalle and Sunglass Plus be adjudicated to
have infringed U.S. Patent No. 5,137,342, and that this patent is valid,
enforceable and owned by Oakley;

13.  That Defendants be required to account to Oakley for any and
all lost profits suffered by Oakley and in no event less than a reasonable
royalty by reason of Defendants’ infringement of U.S. Patent Nos.
D547,794, D554,689, D556,818, D572,749, D581,443, D581,444,
7,347,545, D564,571, D384,364, D399,866, 5,054,903 and 5,137,342;

14.  That Defendants be required to account for all of its profits and
Oakley be awarded Defendant’s profits pursuant to 35 U.S.C. § 289,

15. That patent infringement damages be awarded in an amount up
to three times the amount of damages found or assessed to compensate
Oakley for the willful, deliberate and intentional acts of infringement by
Defendants, pursuant to 35 U.S.C. § 284;

16. That Defendants and each of them be adjudicated to have
infringed Oakley’s Registered Trademark No. 2,393,107, and that this
trademark is valid and enforceable and has acquired secondary meaning as
being associated with Oakley;

17. That Defendants Marsalle, and their agents, servants,
employees, and attorneys and all persons in active concert and participation|
with them, be enjoined and restrained, during the pendency of this action

and permanently thereafter from:
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A. Using the Oakley’s Registered Trademark No. 2,393,107 or any
mark similar thereto in connection with the sale of any goods;

B. Committing any acts which may cause purchasers to believe
that the Defendants, or the products Defendants are selling, are
sponsored or authorized by, or are in any way associated with
Plaintiff; _

C. Selling, passing off, or inducing or enabling others to sell or
pass off any products as products produced by Plaintiff, which
products are not Plaintiff's or are not produced under the control and
supervision and approved by Plaintiff; and

D. Infringing Plaintiff's trademark rights;

18. That Defendants and their agents, servants, employees and
attorneys and all persons in active concert or participation with them, be
enjoined and restrained, during the pendency of this action, and permanently,
thereafter from advertising or selling products in any manner that does or
tends to dilute the distinctive value of Oakley’s 2,393,107 trademark;

19. That Defendants and their agents, suppliers, servants, partners,
employees, managers, and officers, and all those persons in active concert o1
participation with them, be forthwith preliminarily and thereafter
permanently enjoined from making, using, offering for sale or selling any
eyewear that infringes U.S. Patent Nos. D547,794, D554,689, D556,818,
D572,749, D581,443, D581,444, 7,347,545, D564,571, D384,364,
D399,866, 5,054,903 and 5,137,342;

20. That Defendants, and each of them, be directed to file with this
court and serve upon Oakley within 30 days after the service of the
injunction, a report in writing under oath, setting forth in detail the manner

and form in which Defendant has complied with the injunction;
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21. That Defendants be required to account to Oakley for any and
all profits derived by it, and all damages sustained by Oakley by reason of
Defendants’ trademark infringement, unfair competition and false
designation of origin, together with interest and costs;

22. For all of Defendants’ profits derived from its infringement of
Plaintiff's trademark rights;

23.  For an order requiring Defendants to deliver up and destroy all
infringing eyewear;

24.  That an award of reasonable costs, expenses, and attorney's
fees be awarded against Defendants pursuant to 15 U.S.C. § 1116(a), 35
U.S.C. § 285 and 35 U.S.C. § 285; and

25. That Oakley have such other and further relief as the#
circumstances of this case may require and as this court may deem just and

proper.

DATED: June %, 2009 WEEKS, KAUFMAN, NELSON & JOHNSON

S K. Mloe—

Grelgbty K. Nelson
Attorney for Plaintiff, Oakley, Inc.

JURY DEMAND

Plaintiff Oakley, Inc. hereby requests a trial by jury in this matter.

DATED: June 2#, 2009 WEEKS, KAUFMAN, NELSON & JOHNSON

Greé’#y K. Nelson
Attorney for Plaintiff Oakley, Inc.
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(57 CLAIM

The ormamental design for an eyeglasses, as shown and
described.

DESCRIPTION
FIG. 1 is a front perspective view of the eyeglasses of the
present invention;

FIG. 2 is a left-side elevational view of the eyeglasses, the
right side elevational view being a mirror image thereof;

FIG. 3 is a front elevational view thereof;
FIG. 4 is a rear elevational view thereof;
FIG. § is a top plan view thereof; and,
FIG. 6 is a bottom plan view thereof.

Phantom lining, where utilized, is for illustrative purposes
only and is not intended to limit the claimed design to the
features shown in phantom.
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the present invention;
FIG. 2 is a left-side elevational view thereof, the right-side

‘elevational view being a mirror image thereof;

FIG. 3 is a front clevational view thereof;
FIG. 4 is a rear elevational view thereof,
FIG. 5 is a top elevational view thereof; and,
FIG. 6 is a bottom plan view thereof.

Phantom lining, where utilized, is for illustrative purposes
only and is not intended to limit the claimed design to the
features shown in phantom.
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The ornamental design for eyeglass components, as shown
and described.

CLAIM

DESCRIPTION

FIG. 1is a front perspective view of the eyeglass components
of the present invention;

FIG. 2 is a front elevational view thereof;
"FIG. 3 is a rear elevational view thereof;

FIG. 4 is a left-side elevational view thereof, the right-side
elevational view being a mirror image thereof;

FIG. 5 is a top elevational view thereof; and,
FIG. 6 is a bottom plan view thereof.

Phantom lining, where utilized, is for illustrative purposes
only and is not intended to limit the claimed design to the
features shown in phantom.
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7 CLAIM

The ornamental design for eyeglass components, as shown
and described.

DESCRIPTION
FIG. 1 is a front perspective view of the eyeglass components
of the present invention;
FIG. 2 is a front elevational view thereof;

FIG. 3 is a lateral left-side elevational view thereof, the lateral
right-side clevational view being a mirror image thereof;

FIG. 4 is a rear elevational view thereof;
FIG. 5 is a top elevational view thereof; and,
FIG. 6 is a bottom plan view thereof.

Phantom lining, where utilized, is for illustrative purposes
only and is not intended to limit the claimed design to the
features shown in phantom.
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